UNI TED STATES DI STRI CT COURT
SOQUTHERN DI STRI CT OF NEW YORK

THE ESTATE OF BURNE HOGARTH, BURNE

HOGARTH DYNAM C MEDI A WORLDW DE LLC; ;

M CHAEL HOGARTH, RI CHARD HOGARTH; and ; 00 V. 9569 (DLO

ROSS HOGARTH, as the children of :

deceased aut hor Burne Hogart h, : OPI NI ON AND ORDER
Plaintiffs,

-V-

EDGAR Rl CE BURROUGHS, | NC.
Def endant .

APPEARANCES:
For Plaintiffs:
Janmes H. Neal e
Henry G Burnett
Onen & Davis PC
805 Third Avenue, 14th Fl oor
New Yor k, NY 10022-7513
For Def endant:
Roger L. Zissu
Fross Zelnick Lehrman & Zissu, P.C
866 United Nations Pl aza
New Yor k, NY 10017
DENI SE COTE, District Judge:
Plaintiffs, The Estate of Burne Hogarth (“Hogarth Estate”),
Burne Hogarth Dynam c Media Worl dw de LLC, M chael Hogart h,
Ri chard Hogarth, and Ross Hogarth, filed this action on Decenber
15, 2000; they filed an anended conplaint on January 26, 2001.
Plaintiffs seek a declaration that two books published in the
1970s are not “works nade for hire” and that they are the sole
owners and copyright proprietors of the copyright renewal termin
the books. Prior to the conduct of discovery, defendant noves

for summary judgnent and plaintiffs nove to disqualify



defendant’s counsel. Both notions are deni ed.
BACKGROUND

Plaintiffs are the children, the estate, and the estate
adm ni strator of Burne Hogarth (“Hogarth”). Hogarth was the
illustrator of the syndicated comc strip “Tarzan” from
approxi mately 1937 through 1950. Edgar Rice Burroughs was the
aut hor of the 1912 book “Tarzan of the Apes” and subsequent
Tarzan stories. Defendant Edgar Ri ce Burroughs, Inc.
(“Burroughs”) is the California corporation established by Edgar
Ri ce Burroughs to manage the business of licensing the rights in
his literary creations. Edgar Rice Burroughs died in 1950, and
Burroughs is owned by his descendants. Burroughs owns the
copyright and trademark rights to exploit the Tarzan character in
al | nedi a.

On Novenber 16, 1970, Hogarth and Burroughs entered into an
agreenent under which Hogarth would create a pictorial Tarzan
book based upon approxi mately one-half of Burroughs’ 1912 book
“Tarzan of the Apes.” On August 25, 1972, Burroughs entered a
separate publishing agreenent with Watson-CGuptill; Burroughs
granted Watson-Cuptill the right to publish the first pictorial
Tarzan book and an option to publish the next in a contenpl ated
Tarzan book series. Pursuant to the agreenent, Hogarth
illustrated two books, “Tarzan of the Apes,” published in 1972,
and “Jungl e Tales of Tarzan,” published in 1976 (hereinafter, the
“Books”). Each Book has a lengthy introduction devoted to

Hogarth’s life and his art, as well as a separate illustrated
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Tarzan story.

As the publisher, Watson-CGuptill applied for copyright
regi strations for the Books. On June 15, 1973, Watson-Gupti l
filed an application in the United States Copyright Ofice for
regi stration of a copyright in the 1972 “Tarzan of the Apes.”
The 1973 application included the names Edgar Ri ce Burroughs
(deceased) and Hogarth in the area designated for listing the
aut hors of the Book, which it described as “Burne Hogarth's
pictorial version of Edgar Rice Burroughs’ novel.” Based upon
this application, the Copyright Ofice issued Registration No.
A442848 to Burroughs. On Cctober 8, 1976, Watson-Guptill filed
an application for registration of a copyright in the 1976
“Jungl e Tales of Tarzan.” The 1976 application listed only
Hogarth as the author. Based upon this application, the
Copyright Ofice issued Registration No. A789026 to Burroughs.
Burroughs’ officer Marion Burroughs corrected the 1976
registration in 1979, by adding “Edgar R ce Burroughs” as the
aut hor of the original text. She did not, however, renove the
registration’s listing of Hogarth as an author. Hogarth died in
1996.

In 1994, Burroughs entered into |icensing agreenents with
The Walt Di sney Conpany (“Disney”) for an ani mated feature-|ength
Tarzan novie. The novie was distributed in June 1999. By letter
dated Septenber 8, 1999, the Hogarth Estate’s attorney, Barbara
Hof f man, wote Disney a letter, which stated that the Hogarth

Estate believed that D sney had “unlawful |y appropriated and
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infringed its intellectual property and artistic rights in
connection with the recently rel eased ani mated feature film
entitled Disney’s Tarzan.” The Hogarth Estate demanded t hat

Di sney “cease and desist all publication, exhibition,
distribution, sale and other exploitation” of the novie and
related materials. By letter dated Cctober 13, 1999, Burroughs’
attorney Roger L. Zissu (“Zissu”) wote the Hogarth Estate and
asserted that “[Burroughs] is the sole copyright owner and has
al ways had control of the Tarzan character; [Burroughs] |icensed
those rights to Disney for its novie.”

On Cctober 14, 1999, Zissu filed a “correction” to the 1973
registration for “Tarzan of the Apes.” (“Form CA’). The Form CA
asserts that the 1973 registration incorrectly |isted Edgar Rice
Bur roughs and Burne Hogarth as authors of the Book, and instead,
asserts that Burroughs should have been listed as the author. On
Oct ober 14, 1999, Zissu also filed a “correction” to the 1976
registration for “Jungle Tales of Tarzan.” (“Form CA Jungle”).
The Form CA Jungl e asserts that the 1976 registration incorrectly
listed Edgar Ri ce Burroughs and Hogarth as authors of the Book,
and instead, asserts that Burroughs should have been listed as
the author. The Form CA and Form CA Jungl e each explain that the
“correction” was nmade because: “Wrk was one nmade for hire.”

Plaintiffs seek a declaration that the Books are not “works
made for hire” and that they are the sole owners and copyri ght
proprietors of the copyright renewal termin the Books.

Def endant noves for summary judgnent on the basis that Hogarth’s
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wor ks were “works nade for hire” as a nmatter of | aw.
DI SCUSS| ON

Copyright d ains

Summary judgnent may not be granted unl ess the subm ssions
of the parties, taken together, “show that there is no genuine
issue as to any material fact and that the noving party is
entitled to a judgnment as a matter of law.” Rule 56(c), Fed. R
Cv. P. The substantive | aw governing the case wll identify
those issues that are material, and “only disputes over facts
that m ght affect the outconme of the suit under the governing |aw
will properly preclude the entry of summary judgnent.” Anderson

v. Liberty Lobby, Inc., 477 U S. 242, 248 (1987). The noving

party bears the burden of denonstrating the absence of a materi al
factual question, and in making this determ nation the Court nust
view all facts in the light nost favorable to the nonnovi ng

party. Azrielli v. Cohen Law Ofices, 21 F.3d 512, 517 (2d Cr.

1994). Wen the noving party has asserted facts showi ng that the
nonnmovant’s cl ai ns cannot be sustai ned, the opposing party nust
“set forth specific facts showng that there is a genuine issue
for trial,” and cannot rest on the “nere allegations or denials”

of his pleadings. Rule 56(e), Fed. R CGv. P. See also Goenaga

v. March of Dines Birth Defects Found., 51 F.3d 14, 18 (2d Cr

1995). In deciding whether to grant summary judgnent, this Court
must, therefore, determne (1) whether a genuine factual dispute
exi sts based on the evidence in the record and (2) whether the

facts in dispute are material based on the substantive | aw at
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i ssue.

As di scussed above, the central questions in this case are
whet her the 1972 and 1976 Books are “works made for hire,” and
whet her the plaintiffs own the renewal rights to the Books. The
parties agree that, because the two Books were created before
January 1, 1978, when the 1976 Copyright Act becanme effective,
the 1909 Copyright Act, 17 U S.C. 8 24 et seq. (1976) (repeal ed)
(“1909 Act”), governs the question of whether the Books were
“works nmade for hire.” “[T]he work-for-hire issue determ nes the
aut hor of the works, and therefore who can |ater transfer the

copyright.” Playboy Enterprises, Inc. v. Dumas, 53 F.3d 549, 553

(2d Cir. 1995). O particular inportance to this case, the work
for hire issue also determ nes who owns the copyright renewal

rights for the Books. Stewart v. Abend, 495 U S. 207, 219-20

(1990) .

Under the 1909 Act, works for hire were only nentioned in
the definition section, which stated that “[i]n the
interpretation and construction of this title . . . the word
“author’ shall include an enployer in the case of works made for
hire.” 17 U S.C. 8 26. “Under this definition, an ‘enployer’
who hires another to create a copyrightable work is the ‘author
of the work for purposes of the statute, absent an agreenent to
the contrary.” Playboy, 53 F.3d at 554. The statute did not
define the terns “enployer” or “wrks made for hire.” 1d. In

Brattl eboro Publ’'g Co. v. Wnnill Publ’'g Corp., 369 F.2d 565,

567-68 (2d Cr. 1966), the Second Circuit held that an
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i ndependent contractor is an “enployee” and a hiring party an
“enpl oyer” for purposes of the 1909 Act if the work i s nade at
the hiring party’s “instance and expense.”

The “instance and expense” test is nmet when the “‘notivating

factor in producing the work was the enpl oyer who induced the

creation.’” Playboy, 53 F.3d at 554 (citation omtted).
Further, “*an essential elenent of the enpl oyer-enpl oyee

relationship, [is] the right of the enployer to direct and
supervi se the manner in which the witer perforns his work.’”
Id. (citation omtted). “Once it is established that a work is
made for hire, the hiring party is presuned to be the author of
the work.” 1d. This presunption can be overcone by evi dence of
a contrary witten or oral agreenent. |[|d.

Here, defendant argues that Burroughs is the presuned
“aut hor” of the Books because the “instance and expense” test has
been nmet, thereby proving that the Books were “works made for
hire” by Hogarth for Burroughs. Material issues of fact exist,
however, regardi ng whet her these Books were made at the “instance
and expense” of Burroughs.

As an initial matter, the copyright registrations |listed
Hogarth as the “author” of both Books. The presunption created
by these registrations finds support in the Books thensel ves.

For exanple, the cover of each Book states that the Book is “By

Burne Hogarth.” A fact finder could determ ne that the Books are
primarily vehicles to present Hogarth's artistic skill in the
context of his work on the Tarzan story. In the 1972 “Tarzan of

7



the Apes,” the 24-page introduction is devoted to Hogarth and his
artistic achievenents. Simlarly, in the 1976 “Jungl e Tal es of
Tarzan,” the 35-page introduction is devoted entirely to
Hogarth’ s |life and artwork.

In addition, plaintiffs have introduced evi dence that
Hogarth was the “notivating factor” for the creation of the
Books, thus raising a material issue of fact as to whether the
Books were created at Burroughs’ “instance.” Plaintiffs have
submtted affidavits fromthe attorney who represented Hogarth
during his negotiations wth Burroughs over the 1972 and 1976
Books and fromthe Editorial D rector fromWtson-Guptill who
wor ked with Hogarth on the Books, both of whomstate that it was
Hogarth’s idea to create the Books.

Mor eover, the 1970 Agreenent provided that Hogarth woul d be
the “final judge of the artwork” and all owed Hogarth to maintain
physi cal ownership of at |least half of the original artwork for
t he Books. These facts raise a nmaterial issue as to whether
Burroughs had the right to ““direct and supervise ” Hogarth's
work. Finally, wth respect to the “expense” factor, plaintiffs
have shown that the 1970 Agreenent between Hogarth and Burroughs
provi ded Hogarth with a 50%royalty share in net revenues, a
factor that weighs against finding a work for hire relationship.
Id. at 555.

Fromthis and ot her evidence, a reasonable jury could
concl ude that Hogarth was indeed an author of the two Books and

t hat the Books were not “works made for hire.” Accordingly,

8



summary judgnent on the copyright clains is denied.?

Di squalification of Defendant’s Counsel

Plaintiffs nove to disqualify Zissu, his partner Lisa
Pearson (“Pearson”), and their law firm Fross Zelnick Lehrman &
Zissu, P.C. (“Fross Zelnick”), as defendant’s counsel in this
case because (1) Zissu or Pearson should be called to testify as
a wtness in this case; (2) Fross Zelnick’ s representation of
Burroughs is a conflict of interest; and (3) Fross Zelnick’'s
representati on of Burroughs creates an “appearance of
inpropriety.” Motions to disqualify are subject to strict
scrutiny because of their potential to be used for tactical

pur poses. Lanborn v. Dittmer, 873 F.2d 522, 531 (2d G r. 1989).

1. Lawers as Wtnesses

Fross Zel nick has had a | ongstanding relationship with
Burroughs, and it has generally provided intellectual property
advice to Burroughs. There is no evidence, however, that Fross
Zel nick had any role in connection with the Books in the 1970s.
Wil e Zissu represented Burroughs in the late 1970s, there is no
all egation that Zissu did any work in connection with the two
Books at that tinme. Pearson did not join Fross Zelnick until
1991, and does not have any personal know edge regarding the

Books.

! The bulk of the parties’ argunents relate to the federal
copyright issues. The defendant asked in summary formthat,
shoul d the federal clains be dism ssed, the state | aw cl ai ns
shoul d al so be dism ssed. Since summary judgnent is not
appropriate on the federal clains, the Court declines to discuss
the limted argunments made on the state | aw cl ai ns.
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Plaintiffs argue that Zissu could testify about why
Burroughs did not assert that the Books were “works made for
hire” until 1999, and point to the fact that Zi ssu sent
Burroughs’ officer Marion Burroughs a blank Form CAin 1979, to
correct the 1976 copyright registration.? There is no evidence,
however, that Zi ssu conpleted the 1979 Form CA or that he advised
Marion Burroughs on the substance of any correction.

As to the Forns CA that Zissu filed in 1999, on behal f of
Bur r oughs, which renoved Hogarth as the author and asserted that
the two Books were “works made for hire,” Fross Zel nick concedes
that these corrections have no evidentiary weight. Only the
original 1973 and 1976 regi strations, not subsequent corrections,

are prima facie evidence of the facts stated therein. See 17

U S.C. 88 408(d), 410(c); 37 CF.R 8 201.5(d)(2). In any event,
t hese corrections were not made based on any personal know edge
Fross Zel nick had of the underlying facts. At nost, they reflect
an attorney’s |egal conclusion regarding his understandi ng of
hi storical facts and woul d, as such, be inadm ssible opinion
evi dence.

Plaintiffs have not shown that either Pearson or Zissu are a
witness to any events of nonent in this case or that their
testi nony woul d be necessary or prejudicial to Burroughs. Even

wWth respect to the 1994 Burroughs |license to Disney, Zissu

2 As discussed above, Marion Burroughs corrected the
copyright registration by adding the nanme of Edgar R ce Burroughs
as one of the authors, in addition to Hogarth.
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provi ded only general advice to Burroughs regarding “continuing
copyright protection outside the United States (under the Berne
Convention) for the Tarzan literary works for which U S.
copyright protection had expired.” This issue is not presented
in the instant case. D squalification is thus not warranted
under the Code of Professional Responsibility DR 5-102 (c) or
(d).?

2. Fross Zelnick's Prior Representation of Plaintiffs

Plaintiffs also assert that Fross Zelnick’s representation
of Burroughs creates an “appearance of inpropriety” because
Pearson and Fross Zel nick represented the Hogarth Estate from
1998 through 1999. The prior representation of the Hogarth
Estate was |imted, unrelated to this litigation, and in any
event, only undertaken after the Hogarth Estate signed a “waiver
and consent” letter acknow edgi ng Fross Zel nick’s | ongstandi ng
representation of Burroughs.

During 1998, the Hogarth Estate sought to retain Fross
Zel nick in connection with “general copyright advice.” Fross
Zel ni ck partner Pearson disclosed that Burroughs was a
| ongstanding client of the law firmand that the firmwould only

represent the Hogarth Estate if it executed a waiver of any claim

8 For the sane reasons, the Court does not find that Fross
Zel nick’s representati on of Burroughs creates a conflict of
interest between the firmand their client. Plaintiffs have not
shown that “the exercise of professional judgnent on behal f of
the client will be or reasonably may be affected by the | awer’s
own . . . personal interests.” NY. Conp. Codes R & Regs. tit.
22, 8§ 1200.20 (MKinney 1999).
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of conflict. By letter dated Septenber 16, 1998, Pearson wote
Ri chard Hogarth, executor of the Hogarth Estate:

As | nmentioned to you during our initial nmeeting, this
firmhas represented Edgar Rice Burroughs, Inc., its
shar ehol ders and the Burroughs famly (“Burroughs”) on
a broad range of matters including counseling and
litigation, for many years. | would appreciate it if
you could countersign this letter below to confirmthat
the Estate of Burne Hogarth consents to our continuing
representation of Burroughs as we have in the past and
IS not seeking to retain us in any nmatter where our
services woul d be adverse to the interests of

Bur r oughs.

(enphasis supplied). Richard Hogarth countersigned the letter
Based upon a simlar letter from Pearson, Burroughs al so
consented to Fross Zelnick’ s representation of the Hogarth
Est at e.

Fross Zelnick’s limted representation of the Hogarth Estate
in 1998 and 1999, was in connection with a video tape entitled
“Draw t he Human Head,” produced by Howard Beckerman, which was
based on a 1965 book by Hogarth entitled “Drawi ng the Human
Head.” The Hogarth Estate wanted either to obtain royalties for
the sale of the video tape or stop further distribution of it.
During the period of representation, the Hogarth Estate never
consul ted Fross Zelnick on anything related to Tarzan or
Burroughs. Pearson provided the Hogarth Estate with a letter
dat ed Cctober 29, 1998, which explained the nature of copyright
renewal procedures applicable to works created under the 1909
Copyright Act and gave general advice about renew ng copyrights
owned by Hogarth. Fross Zelnick was not asked to and did not

advi se the Hogarth Estate about filing copyright renewals for
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specific works. Fross Zelnick conpleted its substantive work for
the Hogarth Estate in June 1999, and the firm s last contact with
the Estate was on August 26, 1999, when the Hogarth Estate and
Howar d Becker man executed a settlenent agreenent with respect to
the “Draw t he Human Head” vi deo tape.

Plaintiffs argue that Fross Zelnick’s representation of the
Hogarth Estate continued until October 1999, and that it was
therefore inproper for Zissu to wite the Estate -- a current
client -- aletter in response to its Septenber 8, 1999 “cease
and desist” letter to Disney.

The Hogarth Estate knew of the firm s | ongstandi ng and
conti nued representation of Burroughs when it asked the firmto
represent it in 1998, on a matter entirely unrelated to
Bur roughs, Tarzan, or the Books. The Hogarth Estate explicitly
consented to the firm s continued representation of Burroughs.
The limted matter for which the Hogarth Estate retained the firm
was for all practical purposes over when the Hogarth Estate --
using a different law firm-- threatened Disney with suit. Under
t hese circunstances, there is no “appearance of inpropriety”
created by Fross Zelnick’s representation of Burroughs in this

| awsui t.
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CONCLUSI ON
For the reasons stated, defendant’s notion for summary
judgment is denied. Plaintiffs’ notion to disqualify defendant’s
counsel is denied. The parties shall submt wthin tw weeks of

today a proposed schedule for the conduct of this litigation.

SO ORDERED:

Dat ed: New Yor k, New Yor k
May 15, 2001

DENI SE COTE
United States District Judge
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